UNITED STATES PATENT AND TRADEMARK OFFICE

TH'S DI SPGSI TION I'S NOT Trademark Trial and Appeal Board
Cl TABLE AS PRECEDENT 2900 Crystal Drive

OCF THE TTAB Arlington, Virginia 22202-3514
Dr ost Mai | ed: 25 SEP 2003

Qpposition No. 150, 298
Baxter International Inc.
V.
I nviro Medi cal Devices
Ltd.
Bef ore Seehernman, Rogers and Drost, Adm nistrative Trademark
Judges.
Drost, Adm nistrative Trademark Judge:
This case now conmes up for a decision on the follow ng
noti ons:
1. Opposer’s Mdtion to Conpel D scovery
2. Applicant’s Cross-Mtion to Conpel D scovery
3. Applicant’s Mition to Suspend Its Tinme to Respond
to Discovery Requests
4. Applicant’s Mtion to Anend Answer and Add
Counterclaimfor Cancellation
5. Applicant’s Mtion for Sumrmary Judgnent

6. Opposer’s Cross-Mtion for Summary Judgnent
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Backgr ound

On Cctober 20, 2000, Inviro Medical Devices Ltd.
(applicant) applied to register the mark ULTRALI NK (typed)
on the Principal Register for “nedical devices, nanely,
cannul ae, nedical, hypoderm c, aspiration and injection
needl es, nedical, hypoderm c, aspiration and injection
syringes, connectors, ports, catheters and injection sites”
in International Cass 10. Serial No. 76/151,380. The
application was based on an allegation of a bona fide
intention to use the mark in conmerce.

Baxter International, Inc. (opposer) filed a notice of
opposition alleging a |likelihood of confusion based on,
inter alia, its ownership of three registrations
(Registration Nos. 1,721,708; 1,812,016; and 1,821,178).

Both parties have filed nunmerous notions in this case.
Many of these notions were disposed of in the Board' s
deci sion dated April 11, 2003. W now address the notions
that are currently pending.

Motions to Conpel

OQpposer has filed a notion to conpel applicant to
“supplenent its Interrogatory answers to Nos. 7, 8, 9,
13, 14, 15, and 16.” Opposer’s Mition to Conpel at 7.
Interrogatory 7 requests that applicant identify “al
products and/or services sold or intended to be sold by

Applicant in the United States in connection with
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ULTRALI NK, and identify all docunents related thereto.”
Qpposer’s Motion to Conpel, Ex. A p. 6. Interrogatories
8 (“channels of trade”), 9 (methods of advertising and
pronmotion), 13 (target market), and 14 (conpetitors) seek
nore information on how applicant intends to use its
mark. Interrogatories 15 and 16 seek information on
applicant’s first awareness of opposer’s nmarks and
opposer’s business under the marks. In its opposition to
opposer’s notion (p. 3), applicant asserts that it “has
no other information or docunents for its ‘intent to use’
mar k. ”

We grant opposer’s notion to conpel in part.

If “a party fails to answer an interrogatory submtted
under Rule 33, ...the discovering party may nove for an order
conpelling an answer.” Fed. R Cv. P. 37(a)(2)(B). “[A]ln
evasi ve or inconplete disclosure, answer, or response is to
be treated as a failure to disclose, answer, or respond.”
Fed. P. Cv. P. 37(a)(3).

Appl i cant’ s unequi vocal statenment that it has no
ot her docunents to identify in response to the
interrogatories is a conplete response to opposer’s
request to identify responsive docunents. Al so,
applicant’s response to opposer’s Interrogatory No. 7
(“ldentify the products and/or services sold or intended

to be sold by Applicant in the United States”) reciting
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applicant’s goods in its intent to use application is
sufficient.

However, we find that applicant’s responses to
opposer’s interrogatories requesting applicant to
identify its channels of trade, nethods of proposed
advertising, target nmarket and conpetitors (nos. 8, 9,
13, and 14) are inconplete and evasive. Applicant’s
response to Interrogatory No. 8 requesting channels of
trade is typical. Opposer’s Mtion to Conpel, Ex. A p.
7.

Appl i cant has not yet used its trademark, but
bel i eves that the channel of trade woul d be one that
supplies “nedi cal devices, nanely, cannul ae,

medi cal , hypoderm c, aspiration and injection

needl es, nedi cal, hypoderm c, aspiration and

i njection syringes, connectors, ports, catheters and
injection sites.” This quoted | anguage is the
identification used in Applicant’s ULTRALINK
application that was favorably exam ned by the USPTO
exam ning attorney and for which the exam ning
attorney did not find any third party trademark that
woul d preclude Applicant’s registration of the
ULTRALI NK trademark for “nedical devices, nanely,
cannul ae, nedical, hypoderm c, aspiration and

i njection needles, nedical, hypoderm c, aspiration
and injection syringes, connectors, ports, catheters
and injection sites” sold in the correspondi ng
channel of trade.

Applicant’s response, which is sinply to refer to
the identification of goods, is evasive and
nonresponsive. Wiile it is clear that applicant has
filed an intent to use application, that fact al one does
not nmean that applicant is unaware of intended channels

of trade, advertising, nmarkets and conpetitors.
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Applicant is ordered to respond to opposer’s
interrogatories and identify intended channels of trade,
advertising, target markets, and conpetitors to the

extent that it is aware of any. Carver v. Vel odyne

Acoustics, Inc., 202 F.RD. 273, 274 (WD .Wsh. 2001).

(“I'nterrogatory Nunmber 2 asks the Carvers to identify how
each product listed in response to Interrogatory Nunmber 1
infringes each claim The Carvers provide a m ni nal
response, alleging that the seven products infringe via
direct infringenent, literal infringenent and the
doctrine of equivalents.” Mdtion to conpel granted).
Appl i cant was al so asked in Interrogatories Nos. 15
and 16 about its first awareness of opposer’s marks and
busi ness conducted under the marks. Applicant sinply
responds by saying that it becane “aware of all of
Qpposer’s Marks at | east as early as when Appli cant
recei ved a copy of Qpposer’s opposition.” On April 11,
2003, the Board granted opposer’s notion to anmend its
notice of opposition dated August 29, 2002, to delete
reference to several of opposer’s “LINK registrations and
applications and its ‘famly of marks.’ [Instead, Qpposer
seeks to continue this Opposition based solely on its
| NTERLI NK registrations.” Mtion to Arend Notice of
Qpposition, p. 2. This anended notice of opposition now

clarifies that Interrogatories 15 and 16 concern when
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applicant first |earned of opposer’s |INTERLINK mark and
opposer’s busi ness conducted under this mark. Wth this
clarification, applicant nust now specify whether
applicant was first aware of opposer’s | NTERLI NK nmarks
when applicant received a copy of the notice of
opposition. If it was aware of the mark earlier, it nust
provide the date it did actually becone aware of
opposer’s I NTERLI NK mark and opposer’s busi ness conducted
under the mark and a statenment of the circunstances under
which it becane aware of the mark, including the nanes of
i ndi vi dual s who gai ned such know edge.

Applicant’s cross-notion to conpel opposer to
produce information concerni ng opposer’s other “link”
marks is denied. As noted above, on April 11, 2002, the
Board granted opposer’s notion to anmend the notice of
opposition to rely only on its I NTERLI NK marks.

Appl i cant has consented to the notion to anend the
opposition and it has answered the anmended notice of
opposition. Inasnuch as opposer is no |longer relying on
any other registrations or applications besides the

| NTERLI NK mar ks, there does not appear to be any reason
to further conplicate this proceeding by permtting

di scovery on marks that are not at issue here. Accord

Red Wng Co. v. J.M Snucker Co., 59 USPQ2d 1861, 1863

(TTAB 2001) (“Applicant’s objection is sustained to the
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extent that [it] is not required to testify about the
manuf acturing process for its other products”).

Appl i cant has not denonstrated that this discovery is
“reasonably calculated to lead to the discovery of

adm ssible evidence.” Fed. R Gv. P. 26(b)(1). Red
Wng, 59 USPQ2d at 1863 (“Opposer has not established the
rel evancy of the information sought”).

Applicant’s Mdition to Anend Answer and
Add Counterclaimfor Cancellation

Applicant’s notion to anmend its answer and add a
counterclaimis granted. Applicant indicates that after it
noved to anmend its answer and add a counterclaimfor
cancel | ati on, opposer “verbally conceded that notion.”
Inviro’s Reply to Baxter’s Qpposition to Inviro's Mdtion for
Summary Judgnent, p. 1.1 Applicant asserts that it was not
awar e of opposer’s alleged naked licensing at the tine it
filed its answer. It was only after reviewi ng opposer’s
di scovery responses that applicant would have been able to
determ ne that there was a ground for cancellation on this
i ssue. (Opposer’s response to applicant’s counterclaimis

due 30 days fromthe date of this order.

! Wil e opposer has indicated that it has opposed applicant’s
nmotions for summary judgrment and to consolidate, it nerely notes
that “[a]lthough Inviro concurrently filed a notion to anend its
answer to include a counterclaimfor cancellation at the tinme it
filed this Mdtion for Summary Judgnent, the Board has not rul ed
on that notion and the counterclaimhas not yet becone part of
the record.” Baxter’s Response to Inviro’ s Mtion for Summary
Judgrment & Cross-Mtion for Sunmary Judgrment at 1, n. 1.
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Motions for Summary Judgnent

The burden is on the party noving for summary
judgnent to denonstrate the absence of any genui ne issue
of material fact, and that it is entitled to sunmary
judgnment as a matter of law. Fed. R Cv. P. 56(c). The
evi dence of record and any reasonabl e inferences that may
be drawn fromthe underlying undi sputed facts nust be
viewed in the light nost favorable to the non-noving

party. See O de Tyne Foods Inc. v. Roundy's Inc., 961

F.2d 200, 22 USPQ2d 1542, 1544 (Fed. Cr. 1992). 1In
considering the propriety of summary judgnent, the Board
may not resolve issues of material fact against the non-
noving party; it may only ascertain whether such issues

are present. See Lloyd s Food Products Inc. v. Eli’s

Inc., 987 F.2d 766, 235 USPQ2d 2027, 2029 (Fed. Gr.
1993).

Appl i cant has noved for summary judgnent on the
counterclaimon the ground that opposer has “nakedly”
| icensed the I NTERLINK trademark registrations (Nos.

1,721,708; 1,812,016; and 1,821,178).2 (Qpposer has

2 Applicant filed its notion for summary judgment on the same day
that it filed its Mdtion to Arend Answer and Add Counterclaimfor
Cancel l ation. While opposer filed a response to applicant’s
nmotion for summary judgnent and a cross-notion for summary
judgnment, it has objected to applicant’s notion for summary
judgnent on the ground that it is untinely inasnmuch as it is
based on a claimthat has not been entered in the record and to
whi ch an answer has not been filed. Qpposer’s Qpposition and
Cross-Motion for Summary Judgnment, p. 1, n.1. W agree with
opposer that the notion for sumary judgnent on a counterclai m
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filed a cross-notion for summary judgnent on the ground
that it has not abandoned these sane registrations.

Because we find that there are questions of material
fact concerni ng whet her opposer has abandoned its
registrations (Nos. 1,721,708; 1,812,016; and 1, 821,178),
we deny both opposer’s and applicant’s notions for
summary judgnent. At a mninmum these issues involve the
extent of oversight and supervi sion opposer exercises
over its licensees.

Applicant’s Mdtion to Suspend Its Tine
to Respond to Di scovery Requests

| nasnuch as the notions to conpel and for summary
j udgnment have now been deci ded, proceedi ngs are resuned
and applicant’s notion to suspend is noot.

In summary, to the extent that opposer’s notion to
conpel has been granted, applicant is directed to
respond, as indicated herein, to opposer’s discovery
requests within thirty days fromthe date of this order.

An answer to applicant’s counterclaimis also due
thirty (30) days fromthe mailing date of this decision.

See Trademark Rules 2.106(b)(2)(iii) and

2.121(b) (2).

that has not yet been entered is premature, but inasnuch as the
motion to add a counterclaimhas now been granted and the notions
for sumary judgnment have been fully briefed, there is no reason
to further delay these proceedings by deferring action on the
not i ons.
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Al so, the close of discovery and testinony dates are
reset as indicated bel ow
DI SCOVERY PERI CD TO CLOSE: 12/ 17/ 03

30-day testinony period for party in position of
plaintiff to close: 03/ 16/ 04

30-day testinony period for party in position of
defendant in the opposition and plaintiff in the
counterclaimto cl ose: 05/ 15/ 04

30-day rebuttal testinmony period for defendant in
the counterclaimand plaintiff in the opposition
to close: 07/ 14/ 04

15-day rebuttal testinony period for party in
position of plaintiff in the counterclaim
to cl ose: 08/ 28/ 04

I N EACH | NSTANCE, a copy of the transcript of
testinony, together with copies of docunentary exhibits,
nmust be served on the adverse party within thirty days
after conpletion of the taking of testinony. Trademark
Rule 2.125. Briefs shall be filed in accordance with
Trademark Rule 2.128(a) and (b). An oral hearing will be
set only upon request filed as provided by Trademark Rul e

2.129.
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